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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 29-34 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Baacke et al. 

Baacket et al. (US 5,1 16,586) discloses a catalyst composition comprising a 
zeolite containing 0.2-5.2% by weight copper (column 3, lines 20-35). Suitable zeolites 
include mordenite having a silica to alumina molar ratio of 10-30 (column 4, lines 5-10). 
Example 4, Table 2 details the preparation of a catalyst containing 2.6 weight % of 
copper. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by Baacke et al. 

3. Claims 12-21 and 29-34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Miura et al. 

Miura et al. (US 5,427,753) discloses a catalyst composition comprising a zeolite 
having a molar ratio in the range of 15-200 and an active metal such as copper (column 
1 , lines 5-20 and column 3, lines 25-30). The amounts of materials taught by the 
reference would meet the instantly claimed amounts. It is taught that the copper is 
loaded by ion exchange (column 3, lines 35-40). A salt solution of the active metal, such 
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as copper chloride, nitrate, sulfate, or acetate is contacted with the zeolite at a 
temperature in the range of room temperature to 100 degrees C (column 3, lines 40-63). 
Refer also to the examples. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by Miura et al. 

4. Claims 12, 14, 16, 18, 19, and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rosback. 

Rosback (US 3,755,153) discloses a catalyst composition comprising a copper 
exchanged zeolite X (column 2, lines 15-22). The reference teaches that the 
composition is prepared by contacting a zeolite X with an aqueous solution of a copper 
salt at a temperature of 15-50 degrees C to effect ion exchange, followed by washing, 
drying, and calcination (column 9, lines 5-20). In an example, copper nitrate is used and 
the exchange is conducted at 25 degrees C ( Example 1 ). The amounts of materials 
taught by the reference would meet the instantly claimed amounts. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by Rosback. 

Claim Rejections - 35 USC § 102/103 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-1 1 and 22-28 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Baacke et al. 

Baacket et al. (US 5,116,586) discloses a catalyst composition comprising a 
zeolite containing 0.2-5.2% by weight copper (column 3, lines 20-35). Suitable zeolites 
include mordenite having a silica to alumina molar ratio of 10-30 (column 4, lines 5-10). 
Example 4, Table 2 details the preparation of a catalyst containing 2.6 weight % of 
copper. It is taught that the catalyst is used in the purification of exhaust gases by 
mixing the exhaust gas with ammonia at elevated temperatures in the presence of the 
catalyst (column 1, lines 5-15). Suitable temperatures include 200-600 degrees C and a 
space velocity of 1 ,000-60,000 h-1 (column 3, lines 25-35). 

The product by process limitations recited throughout the claims are noted by the 
examiner. The disclosed product and the instantly claimed product appear to be 
essentially the same, comprised of the same components, i.e. a copper exchanged 
zeolite, and used in the same manner. In the event any differences can be shown for 
the product of the product-by-process claims as opposed to the product taught by the 
prior art, such differences would have been obvious to one of ordinary skill in the art as 
a routine modification of the product in the absence of a showing of unexpected results. 
See In re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). Also, when the examiner has found 
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a substantially similar product as in the applied prior art, the burden of proof is shifted to 
applicant to establish that their product is patentably distinct and not the examiner to 
show the same process of making. In re Brown, 173 USPQ 685 and In re Fessmann, 
180USPQ324. 

8. Claims 1-1 1 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Miura et al. 

Miura et al. (US 5,427,753) discloses a catalyst composition comprising a zeolite 
having a molar ratio in the range of 15-200 and an active metal such as copper (column 
1, lines 5-20 and column 3, lines 25-30). The amounts of materials taught by the 
reference would meet the instantly claimed amounts. It is taught that the copper is 
loaded by ion exchange (column 3, lines 35-40). A salt solution of the active metal, such 
as copper chloride, nitrate, sulfate, or acetate is contacted with the zeolite at a 
temperature in the range of room temperature to 100 degrees C (column 3, lines 40-63). 
Refer also to the examples. 

The product by process limitations recited throughout the claims are noted by the 
examiner. The disclosed product and the instantly claimed product appear to be 
essentially the same, comprised of the same components, i.e. a copper exchanged 
zeolite, and used in the same manner. In the event any differences can be shown for 
the product of the product-by-process claims as opposed to the product taught by the 
prior art, such differences would have been obvious to one of ordinary skill in the art as 
a routine modification of the product in the absence of a showing of unexpected results. 
See In re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). Also, when the examiner has found 
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a substantially similar product as in the applied prior art, the burden of proof is shifted to 
applicant to establish that their product is patentably distinct and not the examiner to 
show the same process of making. In re Brown, 1 73 USPQ 685 and In re Fessmann, 
180 USPQ 324. 

9. Claims 1,3,5, and 7 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Rosback. 

Rosback (US 3,755,153) discloses a catalyst composition comprising a copper 
exchanged zeolite X (column 2, lines 15-22). The reference teaches that the 
composition is prepared by contacting a zeolite X with an aqueous solution of a copper 
salt at a temperature of 15-50 degrees C to effect ion exchange, followed by washing, 
drying, and calcination (column 9, lines 5-20). In an example, copper nitrate is used and 
the exchange is conducted at 25 degrees C ( Example 1). The amounts of materials 
taught by the reference would meet the instantly claimed amounts. 

The product by process limitations recited throughout the claims are noted by the 
examiner. The disclosed product and the instantly claimed product appear to be 
essentially the same, comprised of the same components, i.e. a copper exchanged 
zeolite, and used in the same manner. In the event any differences can be shown for 
the product of the product-by-process claims as opposed to the product taught by the 
prior art, such differences would have been obvious to one of ordinary skill in the art as 
a routine modification of the product in the absence of a showing of unexpected results. 
See In re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). Also, when the examiner has found 
a substantially similar product as in the applied prior art, the burden of proof is shifted to 
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applicant to establish that their product is patentably distinct and not the examiner to 
show the same process of making. In re Brown, 173 USPQ 685 and In re Fessmann, 
180 USPQ 324. 



10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christina Johnson whose telephone number is (571) 
272-1 176. The examiner can normally be reached on Monday-Friday, 7:30-5, with 
Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Tom Dunn can be reached on (571) 272-1 171 . The fax phone number for 

the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Christina Johnson 
Patent Examiner 
Art Unit 1725 




CAJ 

April 26, 2005 




